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(ii) Where the International Search-
ing Authority for the international ap-
plication was an authority other than 
the United States Patent and Trade-
mark Office—$270.00 

(b) The handling fee is due on filing 
the Demand. 

(35 U.S.C. 6, 376) 

[52 FR 20048, May 28, 1987, as amended at 56 
FR 65154, Dec. 13, 1991; 57 FR 38196, Aug. 21, 
1992; 58 FR 4346, Jan. 14, 1993; 60 FR 41023, 
Aug. 11, 1995; 61 FR 39588, July 30, 1996; 62 FR 
40453, July 29, 1997]

§ 1.484 Conduct of international pre-
liminary examination. 

(a) An international preliminary ex-
amination will be conducted to formu-
late a non-binding opinion as to wheth-
er the claimed invention has novelty, 
involves an inventive step (is non-obvi-
ous) and is industrially applicable. 

(b) International preliminary exam-
ination will begin promptly upon re-
ceipt of a proper Demand in an applica-
tion for which the United States Inter-
national Preliminary Examining Au-
thority is competent, for which the 
fees for international preliminary ex-
amination (§ 1.482) have been paid, and 
which requests examination based on 
the application as filed or as amended 
by an amendment which has been re-
ceived by the United States Inter-
national Preliminary Examining Au-
thority. Where a Demand requests ex-
amination based on a PCT Article 19 
amendment which has not been re-
ceived, examination may begin at 20 
months without receipt of the PCT Ar-
ticle 19 amendment. Where a Demand 
requests examination based on a PCT 
Article 34 amendment which has not 
been received, applicant will be noti-
fied and given a time period within 
which to submit the amendment. 

(1) Examination will begin after the 
earliest of: 

(i) Receipt of the amendment; 
(ii) Receipt of applicant’s statement 

that no amendment will be made; or 
(iii) Expiration of the time period set 

in the notification. 
(2) No international preliminary ex-

amination report will be established 
prior to issuance of an international 
search report. 

(c) No international preliminary ex-
amination will be conducted on inven-

tions not previously searched by an 
International Searching Authority. 

(d) The International Preliminary 
Examining Authority will establish a 
written opinion if any defect exists or 
if the claimed invention lacks novelty, 
inventive step or industrial applica-
bility and will set a non-extendable 
time limit in the written opinion for 
the applicant to reply. 

(e) If no written opinion under para-
graph (d) of this section is necessary, 
or after any written opinion and the 
reply thereto or the expiration of the 
time limit for reply to such written 
opinion, an international preliminary 
examination report will be established 
by the International Preliminary Ex-
amining Authority. One copy will be 
submitted to the International Bureau 
and one copy will be submitted to the 
applicant. 

(f) An applicant will be permitted a 
personal or telephone interview with 
the examiner, which must be conducted 
during the non-extendable time limit 
for reply by the applicant to a written 
opinion. Additional interviews may be 
conducted where the examiner deter-
mines that such additional interviews 
may be helpful to advancing the inter-
national preliminary examination pro-
cedure. A summary of any such per-
sonal or telephone interview must be 
filed by the applicant as a part of the 
reply to the written opinion or, if ap-
plicant files no reply, be made of 
record in the file by the examiner. 

(g) If the application whose priority 
is claimed in the international applica-
tion is in a language other than 
English, the United States Inter-
national Preliminary Examining Au-
thority may, where the validity of the 
priority claim is relevant for the for-
mulation of the opinion referred to in 
Article 33(1), invite the applicant to 
furnish an English translation of the 
priority document within two months 
from the date of the invitation. If the 
translation is not furnished within 
that time limit, the international pre-
liminary examination report may be 
established as if the priority had not 
been claimed. 

[52 FR 20049, May 28, 1987, as amended at 58 
FR 4346, Jan. 14, 1993; 62 FR 53199, Oct. 10, 
1997; 63 FR 29619, June 1, 1998; 66 FR 16006, 
Mar. 22, 2001]
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